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DECLARATION OF MICHELSEN ET AL.

Commissioner for Patents
Washington, D.C. 20731
Dear Sir:

We Birgit Michelsen, Ronald Peter De Vries, Jacob Visser, Jorn Borch See,
Chariotte Horsmans Poulsen, and Masoud R Zargahi declare and state thats
L. Declamnts Are Inventor Herein And Inventors On USP 6,143,543
We are thc pamed inventors on U.S. Patent No. 6,143, 543, assigned to Danisco A/S. Itis
also mentloned Jom Borch Sge, a co-inventor on U.S. Patent No. 6,143, 543, is the named
mven_tor on the ' above-captioned patent application (“the present application’ s which is also
assigt:ted to Danisco A/S.
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2. Declarants Are Advised USP 6,1 43,543 Is Cited And As To Sections 102(¢) & 103(c).
We are advised, and therefore believe, that in the present application, {he Examiner has
cited U.S. Patent No. 6,143,543 under 35 U.8.C. §102(¢)- We are advised that the Fxaminer in
the present application relies upon the term wglyceride oli gomers™ in U.S. Patent No. 6,143,543
in makipg this rejection. We are also advised that 35 U.S.C. §102(e) provides that a person shall
be enﬁﬁed to a patent unless the invention was described in a patent granted on an application for
patent “by another” filed in the United States before the invention by the applicant for patent.
We are also advised that 35 U.S.C. §103(c) provides that “{g]ubject matter developed by another
person, which qualifies as prior art under onc or MOIe of subsections (€), (f), and (g) of scction
102 ... shall not preclude patentability ... where the subject matter and the claimed invention,
were, at the time the invention was made, owned by the same person ot subject to an obligation
of assignment to the same person.” And, we aré advised and therefore believe thatby a
concmjrently-ﬂled Amendment After Final Action, the claims of the present application are being
amended to be as get forth or as substantiaily set forth in the Appendix below, following our
signatures. Therefore, We respectfully submit, based op our education, trainjng,‘ apd experience,
including experience as patentees on U.S. Patent No. 6,143,543 and as the pamed inventor on the
present application, that WC are qualified to comment on the claims of the present application,
especially as to whether the subject matter thereof is disclosed or suggested by U.8. Patent No.
6,143,543. '
3. Declarants State “Glyceride Oligomers” In USP 6,143,543 Is Typographical Error.
We, the inventors 00 U.S. Patent No. 6,143,543, and the inventor o the instant
application, respectfully submit that the reliance on “glyceride oligomers” in U.S. Patent No.
6,143,543 18 misplaced, such that U.3. Patent No. 6,143 ,543, or any corresponding foreign
equivalent thereto, fails to teach or suggest the invention of the present application. More
specifically, while U.S. Patent No. 6,143,543 may mention “glycende oligomers”, thisismot a
term that is meaningful to one skilled in the art In the context of the disclosure of U.S. Patent No.
6,143,543, In particular, it is respectfully submitted that the gkilled artisan would recognize that
{his term had arisen from 2 typographical error. and would have gssumed that the correct term

was “glucoside oligomers,” since U.S. Patent No. 6,143,543 relates to sugar oligomers. That is,

we, the inventors on U.S. Patent No. 6,143,543, and the iqventor on the instant application, are

) explicitly stating that the term “glyceride oligomers” in U.S. Palent No. 6,143,543 is an obvious
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typographical error; the skilled artisan would have clearly recognized that the term should bave
been “glucoside oligomers”. We further understand that a Request for Certificate of Correction
as to U.S. Patent No. 6,143,543 t0 correct the error in the recitation of “glyceride oligomefs”,
i.e., change “glyceride oligomers™ to = glucoside oligomers --, is being prepared and filed. That
typographical error arose by inadvertence, without any deceptive intent. Tndeed, in this regard,
please note that English is not our first language, and that we missed this inadvertent
typographical error during our reading of the application that matured into 6,143,543.
Emherhore, U.S. Patent No. 6,143,543 does not teach or suggest the generation of an
emulsifier, and the foodstuff of U.S. Patent No. 6,1 43,543 does not cormprise fatty acid esters, as
in the invention of the present claims. Accordingly, we respectfully submit that the reliance on
“glyceride oligomers” in U.S. Patent No. 6,143,543 is misplaced, and that U.S. Patent No.
6,143,543, or any corresponding foreign equivalent thereto, fails to teach o1 suggest the
invention of the present application.
4. ‘Inventor Herein Is Not “Another” As To Inventors On USP 6,143,543 And Vice Versa.
We, the inventors on U.S. Patent No. 6,143,543, and the inventor on the instant
application, are not ““another” as t0 each other, such that U.S. Patent No. 6,143,543 is not
available as a refcrence under 35 U.8.C. §102(¢) against the present application, as U.S. Patent
No. 6,143,543 is not “by another” as to the present application. More specifically, we Birgit
Michelsen, Ronald Peter De Vries, Jacob Visser, Jorn Borch Sae, Charlotte Horsmans Poulsen,
and Masoud R. Zargabi are the named inventors on U.S. Patent No. 6,143,543, assigned to
Danisco A/S and, co-inventor Jom Borch Sge on U.S. Patent No. 6,143,543, is the named
inventor on the the present application, which is also assigned to Danisco A/S. We are

particularly statng that Jorn Borch Sge is not “another” as to Birgit Michelsen, Ronald Peter De

Vries, Jacob Visser, Tom Borch Sge, Charlotte Forsmans Poulsen, and Masoud R. Zargahi. We
are a1§9 particularly stating that Birgit Michelsen, Ronald Peter De Vries, Jacob Visser, Jorn
Borch Sae, Charlotte Horsmans Poulsen, and Masoud R. Zargahi js not “another” as to Jorn
Borch :Sze- Subject matter of U.S. Patent No. 6,143 ,543 relied upon by the Examiner in the
present application was inventcd by Jom Borch Sec, the inventor on the present application.
Accordingly, U.S. Patent No. 6,143,543 is not “by another” and is thus not available against the
prcseh't application under 15 1U.8.C. §102(e)- '
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Thesubjwtmm ufthep:esanapphcanonmdtheclaxmndmnmofU S, Pazent
No. 6,143.543 atmehmeﬂmmmnswe:emade,aremdwmowwdbythzsamepm
Danisco A/S, and we, the invetors on U.S. Patent No. 6,143,543, and the inventor on the instant
appHoaﬁom,astnﬁ:cclmedmvwhonofUS.PﬂmNo. 6,143,543 and the subject matter of
the present application, were, ot the tirges these inventions were made, under an obligation: to
mgnﬁtmmﬂ:emepmnﬂﬂmm Acoondingly, sven if U.S. Patent No. 6,143,543
was available agzinst the present application under 35 U.S.C. §102(e), it cannot prechude the
pamnabﬂxtynﬁhp claims of the present application, pursngut to 35 U.S.C. §103(c).
&  .IUSP 6,143,549: Doss Not Teach Or Suggest Presewt Invention, AndNaAmzz.

Iuwawofihﬁfammng,ihsmspeﬂfuﬂysubuﬂﬂudﬁnUS Patenit No, 6,143,543 fails
meWMWMMmMMﬂMewmmmﬁm
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5 mmnmmwmwmﬂm
mmmmdmmwmhmmﬂm:hmdhvmwu&?m !
No, 5,143,543, n&m&MmeMmMWhmm
Danisco A/S, and we, ﬁcmonus.mm: 6,143,543, and the inventor on the instaut
tpp&mm,ubﬁodahdiuveudnnuﬂls Parent No. 6,143,543 and the subject Tratier of
ﬁaw&@mﬂnmuhmmnvmﬂmmmmmoﬁmmm
angign them to the same parson, Danisco A/S. Accdngly, even if U,8. Patent Na, 6,143,543
msﬁﬁzwmmmﬁnﬁmmzi U.S.C. §102(e), it cannot preciode fhe
Mm&mmdmmqﬂmn pursuamt to 35 US.C. §103(c)-
[ 3 W 6,1%?.545. Does Nat Teach Or Saggest Prasent Teevetition, And Not Available.
Invl:wofrh' forogoing, it is vespectfully submitted that U.S, Pateat No. 6,143,5431‘:&!5

to teach oz nmmﬂwhmwm.mhmwﬂablemmhwm application.
s

~ — e —

Wemmﬂnmmmmmmmmmwupmmmmm ' :
mmmaqdaonmmaﬁmndbcﬂetmbeﬁwadhbemmmmucm :
m:mds mw&umwmmmmﬂwﬁhsomdemnmhm

by fine or o oc both, updet Scction 1001 of Title 18 of the United Brates Codeand

msmg_. : .' shmmumyjeopudmﬂwvdmyoﬁhupphmwmymm
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, 5 | Amignse Rereln Ir Same Az Ascignes On USP 6163563, |
! i m\mhwtmas'mmmummmdmmofusrm ‘
i No.6,143,§43,#ﬁ:m&cm“mmmda,mnﬂm«wm&byﬂmmm
! Alq aud we, the inverrom wa U8, Pateat No, 6,143,543, end the juventaz an the nstant
appﬁci}ﬂomm the claimed inventisn of U.S. Patent No, 6,143,543 mnd the subject matter of
i mmmmmuﬁzmmmMmmmobmmm
mpte;mhﬁempnm,mdmﬂs Accoutingly, even if ULS, Potent No. 6,143,543
wavﬂaﬁeayhnﬁepaﬁmmmasus.c §102(c), i¥ cannot precheds the
mmmwmmwum@mpww 35 U.8.C- §103(c)-
& ‘fm-ua,sa « Doss Not Zeack Or Snggest Present Invantion, And Nat Avaliable
hwwdhﬂmnnmwﬂynhdﬁdﬂmus Patent No. 6,143,543 fails
mmwwmmwmadhmmham&emm«ppm
: ¢ 'n ‘| "oy
Wwe ﬁnﬂlammnmmﬁdcm«mmmuymmmmm
wwmmﬂéﬁdconhﬁmﬁumd i are belicved 10 be e} and, that these statements
: wnfhﬂmknnw!sdgadut ‘ fulse gtatements amd the ke 20 made are ponishahle
byﬁne ':_ et or both, Sectiom 1001 of Tifle 18 of the United States Code and
&nmhwmgd goxmenente may ; the validity of the spplication or aqy patent famed
fasreca ‘*l| o

-

Ny T
]

Received from < > af 1122003 3:30: 15Pm [Eastem Standard Time] | 1




or/22/2003 15:59 BAX T W1 ..f'—. @032

i o 0. 683 P /1 goo?

.47 #ax 4D YOUNG RC0 .  DAUESAXS R} e o/ KHE/IRS/ R0us

117, AN, 2003815}

* ~ | - USSN 097750,990
o - ’ 574509-2028
5 1 Assignes Horein Is Same As Asstgnes On USP 6.143,543. N
- T‘hesubjeumanuofﬂrepnmﬂpﬁeeﬁmwdmpchmdhvmﬁwofu.s.Pm'nt
6,!43,543,axm:imethninv=nﬁmswmmdc.msndmomzdbymcmpm,
Dagisco A/S, aud we, the invensors on U.S. Patest To. 6,143,543, a4 the iavemor on tioinstat
app'; i .ummmsmuﬁmafu.&rmmé.mmmmsnweammmf
_ mcmaypﬁmﬁmmmme&numuiwﬂﬁmmmdqmwmobﬁsﬂﬁmm
asefbn ieam 1o the samme pesson, Danison A/S. Ascordingly, even if U, Patnt No. 6,143,543
d vailble against e prescat application wnder 33 U.S.C. §102(6), ft catmot prechude the
sentabilt ofﬁ:edaimsofth:ptnmtsppliwim.p\mmmﬁU.S.C.§103(c).
6. TSP 6,143,547 Does Not Teuch Or Suggest Present Ipventios, And Not Aveiduble
In view of the foregoing, it is mpecﬁ‘ullysnbnﬁmdthatUs. Patent No. 6,143,543 feils
mﬁmamwnmwmmmhmwﬂmmmwmmﬁm
yuy
: udeclmmataummcimmdsbminofmmmMemmmdmtaﬂ
made on information sid belief are believed t be true; and, that theso statements
mgpmmmmapmaﬂmnﬂmmmmmmmmmﬁm
mq}:;égmwmwmﬁdusmmomofmm'omeummccdmd
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adh willul stameanents sy jeopaudi the validity of the application or smy patent issued
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5 Jss{gnnﬂerdubmumuigmoﬂ USP 6,143,543.

o subject matter of the present application and the claimed tavention of US. Patent
No. 6,143 543 at the time the inventlons were made, ave and wers owned by the same pexgon,
Datisoo LIS. syl we, the inrverstors an U.8. Patent No. 6,143,543, apd ths {inventor an ths instant
appxmc'm, 28 to the clagmed inveation of U.S. Pateat No. 6,143,543 and the subject mattes of
the pregent application, were, at the times these inventions were made, under an obl{gation to
assign them to the same person, Dandsco A/S. Asoordingly, even if U.S. Patertt No. 6,143,543
wag availabile against the present application under 3571.8.C. §102(e), it cannot preclude the
puemabﬂ%tyofﬂw claiims of the preset application, pursuantto 35 U.8.C. §103(c).
6 . US‘P &143,543: Does Not Teach Or Suggest Present Invention, AnlNofAvM-.

' injiew of the iaregnmg,:tzs raspectfilly submitted that U.S. Patent No. 6,145,543 fails

© mchm- sugges the instant invention, and is 10t available against the present application.

FTEoE
We mazamlmmuan giatements made herein of our own knowledge aze trus amd that afl
ata mdcmmfomwnandbehefmbehewdwbem, and, that these stataments

were mﬂ;&:almowladgcﬂmwﬂlﬁﬂfalscsmmandﬂnlﬂmsomdammﬁnhle
isooment, or both, under Section 1001 of Title 18 of the United States Code and
' fnl mummmayjmparqize the vatidity of the application.or any patent issued
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5 1) Aia‘uigm Herein Is Some As Assignes On USP 6,143,563.
'} The sibject matter of the present spplication and the claimed invéntion of U.S. Patent
No. ﬁuﬂ;,sas,atmeﬁmemeinvenﬁmwaemd:,mmdwmmdbym same parson,
Danizoo and we, the inventors on U.5. Patent No. 6,143,543, and the investor on the instant
applicasian, 5 to the clrimed veation of U.S. Batent No. 6,143,543 and the subject matter of
the-pf:t"ﬁ{sq\t application, were, at the times these inventions were made, under an obligation to
assigh thegs 0 the same pecton, Daslaco A'S. Acoordiogly, ovenif U.S. Patemt No. 6,143,543
was gvaileblo agabnst the present application wnder 35 U.S.C. §102(e), it canmot prectade the
paxm'fé!miF of the claims of the preseat spplication, pursuant to 35 U.8.C. §103(¢).
6 | USP 6143,543: Dot Not Teack Or Suggest Prosent Envertion, And Not Available.
; \IIn:}:FBW of the fregoing, it is respestfully submitied that US, Patent No. 6,143,543 fails
®© mflm‘imggeumemm ixvention, and s not available against the present application.
o Ly
w=mé\bummmmmmm of our own knowledgs are trus and that all :
L' ':#ndeoninﬁmaﬁmmpeﬁafmbeﬁwﬂmhem and, that theae statements o
wmnlzadgpnﬂ: the knowledge that wittil false statements and the like 50 made are punizhable
by fing or ‘iprisonment, ot both, wader Section 1001 of Tite 18 of the United States Code and

that soch willful statements may jeopardize the validity of the spplication or arty patent fssued
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A4, (hhrnt:lded) A process for preparing 3 foodstuff suitable for consumption

|
comprising an clm ifier, the process consisting essentially of the steps of

4dmatenal containing a faity acid ester and a second constituent comprising a

) contactmg a for
7 ergup with an enzyme having esterase activity such that an emulsifier is

gencrated by the enzyme from the fatty acid ester and a 8¢

generate d1f10m the sccond constituent; and
to provide the foodstuff comprising the emulsifier, the

APPENDIX: CLAIMS

ond functional ingredient is

(i) macthmngl or enaturing the enzyme
fatty acid ester and the enzyme in an inactive form ot 2 depatured form.
The process according to claim 44 wherein the fatty acid

»

45. [ 6t Amended)
ester comprise é '_east two ester groups.
46. | ot Amended) The process accofding to claim 44 wherein the fatty acid

esterisa tnglyccn de
47. ‘(Amended) The process according to claun 44 wherein the enzyme having

esterase activi'g‘y hr.l,S lipase activity, Of the enzyme having esterase activity is 2 mixture of

 enzymes. ot
48. 'l 't Amended) The process according to claim 44 wherein the enzyme is

isolated from Exlphlimt an animal or 2 micro-organism.
49. \(Not Amended) The process according to claim 48 wherein the micro-

h
organism 15 selected from the group consisting of Aspergillus niger, Rhizopus delemar, Rhizopus

iehei, Pseudomonas Sp., Candida rugosa, Pencillium rogueforti. Penclllium

arrhizus, Muc::Tn
eyclopium, Asp "

""llu.s tubingensis, Candida cylindracea, Thermomyces lanuginosus, Mucor

javanicus, Cdn t‘- : antarticd, Chromobacterium VISCOSum, Pseudomonas fluorescens,

Pseudomonas mi oreducans, Chromobacterium viscosum, Bacillus subtilis, mutants and

combin atmns'lth: eof
50. !‘ q | ended) A process for preparing a foodstuff suitable for consumption
comprising emuls1 fier, the process comprising the steps of

@ contac‘nnia food material con’ ntaining a fatty acid ester and a second coustituent
uch that an emulsifier is

compnsing aﬁh oXy group with an enzyme having esterase activity s
generated by&hie Enzyme from the fatty acid ester and a second functional ingredient is generated
from the sech;& "onsntuent and
!. |
00105287

l
5
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i
I'I;

or denaturing the enzyme to provi
1m o1 2 denatured form;

ide thc foodstuff comprising the emulsifier,

the fatty acid esté; l
wherein the second constituent is a sugar.
51. (Net The proces

constituent is hydraphihe.
52. (Axﬁendcd)

is selected from thc ‘group consisting of, polyv

fruit amds and hydroxy acids, and mixtures thereof.

(N_ , Amended) The process according to claim 44 wher

s according to claim 44 wherein the second

'Amended)

rding, to claim 44 wherein the second constituent

The process acco
dextrins, sorbitol,

alent alcohols, ethanol, sugars,

mapnitol,
ein the second

53.
constituent 1s glyc&ol.
54.  (Arhended)

The process according to claim 50 wherein the sugar selected from

glucose, lactose, and galactose.

{he group consisting of sucrose, fructose,
55. (:A'I hended) A process for preparing a foodstuff suitable for consumption
ss comprising the steps of

comprising an @m

11s1ﬁer the proces

it .' 2 food matenal

containing a {atty acid ester

vity such that an emulsifier 1s gen

erat

and a second constituent with an
ed by the enzyme from the fatty
the second constituent; and

nal ingredient 18 generated from

acid ester and 2 second functio

‘ord

turing the enzyme to provide the fo
denatured form;

odstuff comprising the emulsifier,

odstuff suitable for consumption

(i) mactwatl
the fatty acid csne;; ‘and the enzyme in an inactive form ora
wherem second constituent is maltodextrin.
56. I ( \incnded) A process for preparing a fo
comprising an 1 lsifier, the process comprising the Steps of

Q] contacnn s food material coptaining a fatty ac:

comprising 8 hiye oxy group with an enzyme having €

generated by thc an
from the second' onstltuent and
(i) macuVatl ) or denaturing the enzyme tO P

i ester and the enzyme in an inactive form or 2

yme from the fatty acid ester an!

the fatty acl
where_m’. .e second constituent is ahy
citric acid, tartaFi | 4cid, lactic acid and ascorbic acid.-

Rl
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;rnded) A process for preparing a foodstuff suitable for consumption

_1ﬁcr the process comprising the steps of
6] contactmg ‘food material containing a fatty acid ester and 2 second constituent
comptising a]:lydchl ‘ y gToup with an enzyme having esterase activity such that an emulsifier is

generated by ﬂ]e enzyme from the fatty acid ester and a second functional ipgredient 1s pgenerated

from the seoond co ntuent, and

ot denaturing the enzyme to provide the foodstuff comprising the emulsifier,

(ii) inactLv i

the fatty acid ester\‘ d the enzyme in an inactive form or 2 denatured form;

wherem'ékﬁ
58. ( l

comprising an em |sifier, the process comprising the steps of

lsecond constituent ig an alcohol.

ended) A process for prep aring a foodstuff suitable for conswm mption

(i) com tactmg ; food material containing 2 fatty acid ester and a second constituent
comprising a hydrmxy group with an enzyme having esterase activity such that an emulsifier is
gencrated by the yme from the fatty acid ester and a second functional ingredient is genemted
from the second c nsument and

() macnvaun ' or denaturing the enzyme to provide the foodstuff comprising the emulsifier,

the fatty acid este and the enzyme in an jnactive form or 2 denatured form;
: second constituent is ascorbic acid, or a protein hydrolysate.

: ‘l:: ended) A process for preparing @ foodstuff suitable for copsumption

comprising an emmisifier, the process comprising the steps of

a3

i : a food material containing a fatty acid ester and a second constituent

oxy group with an enzyme having esterase activity suc ch that an emulsifier 18

nstituent; and

generated by th,e\ yre from the fatty acid ester and a second functional ingredient is generated
from the second %z

(if) machvau}ag or denaturing the enzyme to provide the foodstuff comprising the emulsifier,

and the epzyme in an inactive form or a denatured form;

. second constituent is selected from the group consisting of proteins, amino

60. ( '. ended) The process according to any one of claims 44, 50 or 54-59

f is selected from the group consisting of baked goods, confectionery, frozen
oducts, meat products, edible oils and fats, and fine foods.
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Amended) The process according to claim 60 wherein the foodstuff 1s
d from the group consisting of breads, cakes, muffins, doughnuts, biscuits,

61.
a baked good selec‘T

.-G

crackers and cookll . : :
62. (Nok Amended) The process according to claim 60 wherein the foodstuff is

a confectionery €} -cted from the group consisting of candies, caramels, chocolate and puddings.
- Amended) The process according to claim 60 wherein the foodstuff is

64. (Amended) The process according to claim 63 wherein the frozen dairy

‘. from the group consisting of ice cream and ice milk.
6. (A
product selected fr m the group consisting of coffee cream, whipped cream, custard cream, milk
dripks and yogh:: s '

66. (Am ended) The process according to claim 60 wherein the foodstuffis a

ended) The process according to claim 60 wherein the foodstuff is a dairy

L duct or a spread.
‘., ended)  The process according to claim 60 wherein the foodstuff is an
_ ccted froro the group consisting of water in oil emulsions, oil in water
emulsions, -- pa ' ne, and shortening.

68. ( nded) The process according to claim 60 wherein the foodstuff is a fine
food selected ﬁ-o i the group consisting of sauces and Mayonnaise.

69. (A» hended) A foodstuff obtained by a process as dcﬁned in claim 44, 50 or 54-

!

i
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